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REMARKS 

Reconsideration is respectfully requested in view of the foregoing amendments 
and the remarks which follow. 

I. Amendments 

1. Independent Claims 

Independent claim 22 has been redrafted so that it additionally contains the 
subject matter of previous claims 23 and 26. The term 'contains 1 used in previous claim 
26 in relation to the shared scanner device (13) has been amended to the term 
comprises - which more accurately reflects the disclosure in the original description. 

New independent claim 43 has been drafted to include the subject matter of 
former dependent claim 30, plus the subject matter of previous claims 22 and 29. This 
conforms to the Examiner's suggestion that such a claim would be considered allowable. 

Independent claim 35 has been amended to further incorporate the subject matter 
of previous claims 36 and 38. The procedure claimed by newly amended claim 35 
corresponds to the device claimed by newly amended independent claim 22. 

To improve clarity, each of the independent claims now includes the definition of 
"femtosecond-pulse" for the abbreviation 'fs-pulse' (corrected from 'femtosecond- 
impulse' and 'fs-impulse', respectively). 

To improve consistency within the new set of claims, amended independent 
claims 22 and 35 use the terms 'first' and 'second' in order to distinguish the optical 
outputs (7) and (9), respectively, and also have the definition of 'the shared part of the 
optical path (11)' modified to read 'a shared part of the first and second optical paths 
(11)'. 
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2. Dependent Claims 

Previous claims 23 and 26 have been cancelled, their subject matter being 
incorporated into newly amended claim 22. 

Previous claims 36 and 38 have been cancelled, their subject matter being 
incorporated into newly amended claim 35. 

Minor amendments to the following claims have been included to improve 
consistency between claims: 

claims 24 and 43 now use the terms 'first' and 'second' in order to 
distinguish the optical outputs (7) and (9), respectively; 

claims 24, 25 and 37 have the definition of 'the shared part of the optical 
path (1 l) f modified to read 'a shared part of the first and second optical paths (11)'; 

claim 27 has the word 'laser' inserted into the term 'first beam source (3)'; 

claims 32 and 42 have the word 'shared' inserted into the term 'scanner 

device (13)'; 

claims 37 and 39 have reference signs inserted or corrected; and 

claim 39 has the single optical output clarified as such. 

Additionally, cross-references within the claims have been adapted in conformity 
with the amended subject matter of the independent claims. 

II. Supporting Arguments 

The claims are supported by the following explanatory arguments. 
1. Claims 22-29 and 31-33, directed to a device 

These claims stand rejected under 35 U.S.C. as being unpatentable over Knopp et 
al (U.S. Patent 6,726,680) in view of Loesel et al (U.S. Patent 7,238,176). 

206,595 AMENDMENT (LENZNER) 

-7- 



. Attorney Docket: 206,595 

The Examiner alleges that Knopp et al disclose a refractive laser system as 
claimed with exception of two laser sources comprising at least one femtosecond laser. 
Applicants respectfully disagree. 

The device as claimed, both in the original claims and in the currently amended 
claims, comprises two laser beam sources for emitting fs-impulse and UV laser beams, 
respectively, and a shared scanner device (13) for scanning the target object (14) using 
both the fs-impulse laser beam and the UV laser beam. 

Solely in order to move the current prosecution forward, Applicants have further 
defined the device for refractive laser surgery in independent device claim 22, as newly 
amended. Nevertheless, Applicants believe that previous claim 22 was also novel and 
inventive, and respectfully traverse the rejection as being unproven. Furthermore, 
Applicants do not intend to abandon any subject matter that may be pursued in, for 
example, a continuation application. 

The device for refractive laser surgery to which newly amended claim 22 is 
directed now further comprises at least a partial overlap between the optical paths of the 
fs-impulse laser beam and the UV laser beam; this corresponds to the subject matter of 
previous claims 23. In device claim 22 as newly amended, the shared scanner device 
(13) comprises an optical guidance mechanism for guidance of both the fs-impulse laser 
beam and the UV laser beam. 

Hence, the skilled person would not have been able to combine the teachings of 
Knopp and of Loesel to arrive at the present invention as claimed in newly amended 
claim 22 and its dependent claims. Nor would the skilled person have been able to 
combine these two disclosures with any "use of multiple laser sources during refractive 
surgery [...] well known in the art 1 ' with the disclosures of Rnopp and/or Loesel to arrive 
at the invention as previously claimed, or as presently claimed. As stated in the 
published specification (US 2005/0085800 Al) at paragraph [0006]: 

"The aim of the invention is the creation of an improved device and an improved 
procedure for refractive laser surgery, ones which are easier for the user in applying the 
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treatment method for correcting eyesight defects and which raise the standard of safety 
while the operation is being performed." 

Advantages over the state of the art that this combination of features of the 
present invention provides are outlined in the published specification (US 2005 / 0085800 
Al) at paragraphs [0008] to [001 1], inclusive. These advantages include: 

compact construction of device requiring less space in treatment rooms 
(see paragraph [0009]); 

no separate scanner devices for fs-impulse laser beams and UV laser 
beams (see paragraph [0008]); 

positioning of eye with respect to only a single scanning device : this 
obviates the mid-operation step of repositioning the eye after cutting the cornea with the 
fs-impulse laser beam so that the eye may be positioned correctly for the UV laser beam 
which removes tissue from the cornea (see paragraph [0009]); 

safety standards need only be monitored on a single scanning device, 
thereby improving safety during the operation and reducing costs and efforts in 
maintaining safety requirements (see paragraph [0010]); and 

the part of the optical paths of the fs-impulse laser beam and the UV laser 
beam that are partially shared (11) allows the employment of a single set of safety 
measures (e.g. laser beam blocking switches) to control both laser beams (i.e. fs-impulse 
and UV) (see paragraph [001 1]). 

None of these technical features are disclosed or suggested by the cited prior art. 

Indeed, the cited prior art does not disclose the use of a device for refractive laser 
surgery on a target object that employs or generates multiple laser beams of different 
types, such as the fs-impulse and the UV laser beams of the present invention. The 
Examiner merely provides a blanket statement that: 
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"However, the use of multiple laser sources during refractive surgery is also 
known in the art." 

This unsupported statement does not address the technical features of either the 
previous or the present, newly amended claims, as described above. These features are 
not addressed by the Office Action either individually or in combination. In particular, 
none of the art cited mentions or suggests a partially shared optical path for laser beams 
of different types generated by separate sources. While the Examiner comments that 
"Loesel et al. teaches an ophthalmic laser system comprising at least one femtosecond 
laser", none of the art cited, including the alleged "well-known" use of multiple laser 
sources during refractive surgery mentions or suggests that a shared scanner device might 
comprise an optical guidance mechanism for guidance both of the fs-impulse laser beam 
and of the UV laser beam. 

Therefore the Examiner's subsequent allegation that "Hence, at the time of the 
applicant's invention, it would have been one (sic) of ordinary skill in the art to use a 
femtosecond laser as an equivalent alternative source to provide the ablation energy" 
addresses neither the principle nor the substance of the invention as it is defined in the 
newly amended claims. 

Consequently the invention as claimed in newly amended claim 22, is both novel 
and non-obvious. 

Previous claims 23 and 26 have been rendered redundant by the amendment of 
claim 22 and these dependent claims have been cancelled. 

Remaining claims 24, 25, 27-29 and 31-33 are dependent upon newly amended 
claim 22. The arguments applicable to independent claim 22 as newly amended therefore 
also apply to these dependent claims: These dependent claims are also novel and non- 
obvious. 
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Previous claim 30, now cancelled, was objected to by the Examiner for being 
dependent upon a rejected base claim. 

In order to move the current prosecution forward, new claim 43 has been 
redrafted as an independent claim including all of the limitations of its previous 
antecedent claims, thereby bringing it into conformity with the Examiner's comment 
regarding allowable subject matter. 

Nevertheless, Applicants believe that previous claim 22, and therefore, also 
previous claim 30 were also independently novel and inventive. Applicants therefore 
respectfully traverse the objection as being unfounded and unproven. 

3. Claim 34, directed to an application of a device 

This claim stands rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Knopp et al (U.S. Patent 6,726,680) in view of Loesel et al (U.S. Patent 7,238,176). 
This rejection is respectfully traversed. 

Amended claim 34 recites the device of newly amended claim 22. As described 
above, the device defined by newly amended claim 22 is both novel and inventive. 
Accordingly, the application of that device which is defined by claim 34 is also novel and 
inventive. 

For the reasons described above, Applicants believe that original claim 22 was 
also novel and inventive, as was original dependent claim 34. Applicants do not intend to 
abandon any subject matter that may be pursued in, for example, a continuation 
application. 

4. Claims 35-42, directed to a procedure 

These claims stand rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Knopp et al (U.S. Patent 6,726,680) in view of Loesel et al (U.S. Patent 7,238,176). 
This rejection is respectfully traversed. 
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In order to move the current prosecution forward, Applicants have further defined 
the procedure for refractive laser surgery in independent claim 35, as newly amended. 
Nevertheless, Applicants believe that previous claim 35 was also novel and inventive, 
and respectfully traverse the rejection as being unproven. Furthermore, Applicants do not 
intend to abandon any subject matter that may be pursued in, for example, a continuation 
application. 

The procedure defined by newly amended independent claim 35 further 
incorporates the technical features of original dependent claims 36 and 38. 
Consequently, technical features of the procedure of newly amended claim 35 correspond 
to those of the device of newly amended independent claim 22 directed to the device for 
refractive laser surgery which is discussed in detail above. 

The corresponding argumentation therefore applies to the novelty and non- 
obviousness of the combination of technical features of the newly amended procedure 
claims as was argued above for the newly amended device claims (see 1, supra). 

Previous claims 36 and 38 have been rendered redundant by the amendment of 
claim 35 and these dependent claims have been cancelled. 

Remaining claims 37 and 39-42 are dependent upon newly amended claim 35. 
The arguments applicable to independent claim 35 as newly amended therefore also 
apply to these dependent claims. These dependent claims are also novel and non- 
obvious. 

It is respectfully submitted that the claims distinguish over the combination of art 
applied by the Examiner. Thus the § 103(a) rejection has been overcome and should be 
withdrawn since a prima facie case of obviousness has not been established. 

The issuance of a Notice of Allowance is respectfully solicited. 
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Please charge any fees which may be due and which have not been submitted 
herewith to our Deposit Account No. 01-0035. 



Respectfully submitted, 



ABELMAN, FRAYNE & SCHWAB 
Attorneys for Applicant 




666 Third Avenue 
New York, NY 10017-5621 
Tel.: (212) 949-9022 
Fax: (212) 949-9190 
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